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REMARKS 

Claims 1-7 are pending in this application. By this Amendment, the specification and 
claims 1 and 2 are amended. No new matter is added. 

I. Specification 

Although not objected to, the Abstract and specification are amended to correct minor 
informalities. 

II. Claim Objections 

Claim 1 is objected to due to a grammatical error. As claim 1 is amended, withdrawal 
of the objection is respectfully requested. 

III. Claim Rejections Under 35 U.S.C. S103 

Claims 1-5 are rejected under 35 U.S.C. §103(a) as unpatentable over JP 06-179121 to 
Goto in view of U.S. Patent 5,137,398 to Omori et al. The rejection is respectfully traversed. 

Neither Goto or Omori, whether considered alone or in combination, disclose or 
suggest each and every feature recited in the rejected claims. For example, the combination 
of references fails to disclose or suggest a tap having a threaded portion, comprising: a 
chamfered portion provided by an axially distal end portion of the tap; and a complete thread 
portion contiguous to the chamfered portion in an axial direction of the tap, wherein a number 
of chamfered threads is not larger than 2.5 as coimted along the axial direction, and the 
threaded portion is coated with a diamond-like carbon coating which has a fine amorphous 
structure and which has a thickness of not larger than 0.4 ^im. 

In relying on Goto, the Office Action alleges that Goto discloses all of the features 
recited in the rejected claims, but for the threaded portion being coated with a diamond-like 
carbon which has a thickness of not larger than 0.4 fim. However, as only an English 
language Abstract of the foreign patent document may be relied upon, and the Abstract does 
not disclose the features as alleged, the Office Action fails to provide a proper basis for 
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rejecting the claims under 35 U.S.C. §103. When an English-language Abstract of a foreign 
language reference is used to support a rejection, the evidence relied upon is the facts 
contained in the Abstract, not additional facts that may be contained in the underlying full text 
document. To determine whether both the Abstract and the underlying document are prior 
art, a copy of the underlying document must be obtained and analyzed. If the document is in 
a language other English and the Examiner seeks to rely on that docimient, a translation must 
be obtained so that the record is clear as to the precise facts the Examiner is relying upon in 
support of the rejection. The record must also be clear as to whether the Examiner is relying 
upon the Abstract or the full text document to support a rejection (see MPEP §706.02). 

The Office Action also alleges that Goto discloses a number of chamfered threads 
which is not larger than 2.5 as coimted along the axial direction. However, there is no such 
disclosure in the English-language Abstract of Goto. Furthermore, the Office Action relies 
only on the figures of Goto as forming the basis of the rejection. For a picture to be relied 
upon, the picture must show all the claimed structural features and how they are put together 
(see MPEP §2121.04). It is well estabhshed that patent drawings do not define the precise 
proportions of the elements and may not be relied upon to show particular sizes if the 
specification is silent on the issue (See MPEP §2125). 

Additionally, there is no motivation or suggestion in either of the references, to one 
skilled in the art, to make the combination as proposed in the Office Action. Goto discloses a 
spiral fluted tag, tapping method, and ta pping machine. In contrast, Omori relates to a drill 
bit having a diamond-coated sintered body. As is well known to those skilled in the art, a 
drill and a tap are completely different tools to be used for completely different purposes. For 
example, a drill is used to originate or enlarge a hole in a workpiece. In contrast, a tap is used 
to form an intemal thread in an inner circumferential surface of a hole. Therefore, a drill and 
a tap have different structural features firom one another. 
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Even were such a combination made, there is no suggestion or motivation to modify 
the tap disclosed in Goto with a diamond coating as taught by Omori for the purpose of 
enabling the tap of Goto to perform a dry or semi-dry machining operation in an easily 
weldable work material without suffering from deposition of fused chip material on the 
cutting edges , i.e., a problem being addressed in this application (see paragraph [0003] of this 
application). Additionally, although Omori teaches diamond coatings improve wear 
resistance in a drill, Omori fails to disclose or suggest that a diamond coating contributes to a 
reduction in friction between the drill and the workpiece to prevent deposition of fused chip 
material on the cutting edges. 

Finally, Omori specifically discloses a drill bit having a diamond-coated sintered 
body. In contrast, the subject matter of the rejected claims recites a diamond-like carbon 
coating which has a fine amorphous structure and which has a thickness of not larger than 0.4 
^m. Applicants respectfully point out that the term amorphous is defined as "pertaining to a 
solid which is non-crvstalline. having neither definite form nor structure " (see the "McGraw- 
Hill Dictionary of Science and Technical Terms"). Thus, a diamond-coated sintered body 
would not have the features recited in the rejected claims as diamonds have a definite, 
crystalline structure. Thus, withdrawal of the rejection of claims 1-5 is respectfully requested. 

Claim 6 is rejected under 35 U.S.C. § 103(a) as unpatentable over Goto in view of 
Omori and further in view of U.S. Patent 5,213,454 to Givler et al.; and claim 7 is rejected 
under 35 U.S.C. §103(a) as unpatentable over Goto in view of Omori, and further in view of 
U.S. Patent 4,597,697 to Shaffer. The rejections are respectfully traversed. 

Claims 6 and 7 are allowable for at least their reliance on independent claim 1 for the 
reasons discussed above, as well as for the additional features recited therein. Furthermore, 
as neither Givler nor Shaffer overcome the deficiencies of either Goto or Omori, withdrawal 
of the rejection of claims 6 and 7 is respectfully requested. 
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IV. Conclusion 

In view of the foregoing, it is respectfully submitted that this application is in 
condition for allowance. Favorable reconsideration and prompt allowance of the claims are 
eamestly solicited. 

Should the Examiner believe that anything further would be desirable in order to place 
this application in even better condition for allowance, the Examiner is invited to contact the 
undersigned at the telephone number set forth below. 
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